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5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 11-21 and 24-28 is/are rejected. 
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10) [X3 The drawing(s) filed on 1 1 December 2000 is/are: a)S accepted or b)D objected to by the Examiner. 
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Continued Examination Under 37 CFR 1,114 



1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 7/21/05 has been entered. 

Claim Rejections - 35 (JSC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 11-12, 15-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Zehr 
et al (Pub. No.: US 20010025274) in view of Kawai et al (U.S. Patent 6,404,994) 

Regarding claim 1 1 Zehr et al disclose: A method of processing a print job of a 
customer and including advertising with the print job (please note Fig. 2 items 26,66 and 
44) the method comprising the steps of: defining a print processing system controller 
having a plurality of advertisements registered therewith (please note Fig. 2 and page 5 
lines 6-8) defining a network communication link between the customer and the print 
processing system controller (please note Fig.1 and 2 the way mail sender is 
communicating through the network to the advertisements and LPFs, page 2 paragraph 
0027 through 0032) ((page 4 lines 27-34 and page 5 lines 1-31)) receiving a data file for 
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the print job from the customer at the print processing system controller via the network 
communication link (please note Fig. 2, items 26,34 and 66 where the received email or 
(data file) is received by the communication link to POD and AD compiler, page 2 
paragraph 0030 through 0033) ((page 5 lines 1 1-34 and page 6 lines 1-7)) and 
associating at least one of the advertisements with the print job based on the data file 
for the print job (please note Fig.2&4 page 3 paragraph 0039 through 0040) ((please 
note page 8 lines 10-34 and page 9 lines 1-8)). However Zehr et al do not disclose: 
associating at least one of the advertisements with the print job based on the content of 
the print job and the profile of the advertisements. On the other hand Kawai et al 
disclose: associating at least one of the advertisement with the print job based on the 
content of the print job and the profile of the advertisements (note column 16 lines 13-25 
and specifically 13-15 where the advertisement is automatically selected based on 
user's profile) Therefore it would have been obvious to a person of ordinary skill in art at 
the time of the invention to modify Zehr et al's invention according to the teaching of 
Kawai et al, where Kawai et al in the same field of endeavor goes further to 
automatically select the proper advertisement for the purpose of matching it with the 
proper print job. 

Regarding claim 12 Zehr et al disclose: The method of claim 1 , wherein the step 
of defining the network communication link includes defining an Internet communication 
link between the customer and the print processing system controller (please note page 
2 paragraph 0030) or ((page 5 lines 1 1-16)). 
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Regarding claim 15 Zehr et al disclose: The method of claim 6, wherein the step 
of associating the at least one of the advertisements includes querying the customer for 
approval of associating the at least one of the advertisements with the print job and 
receiving a response thereto, and wherein printing the at least one of the 
advertisements includes printing the at least one of the advertisements with the print job 
if the response is favorable (please note page 2 paragraph 0031) or ((page 5 lines 17- 
32)). 

Regarding claim 16 Zehr et al disclose: The method of claim 1 , further 
comprising the step of: registering the advertisements with the print processing system 
Controller (please note page 3 paragraph 0039) or ((page 8 lines 10-22)). 

Regarding claim 17 Zehr et al disclose: The method of claim 8, wherein the step 
of defining the network communication link includes defining the network 
communication link between at least one advertiser, the customer, and the print 
processing system controller (please note Fig.2 items 26,66 and 44, page 2 paragraphs 
0027 through 0032) or ((page 4 lines 27-34 and page 5 lines 1-31)) and wherein the 
step of registering the advertisements includes registering at least one advertisement of 
the at least one advertiser with the print processing system controller via the network 
communication link (please note page 3 paragraphs 0039) or ((page 8 lines 10-22)). 

Regarding claim 18 Zehr et al disclose: The method of claim 8, wherein the step 
of registering the advertisements includes storing the advertisements and wherein the 
step of associating the at least one of the advertisements includes retrieving the at least 
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one of the advertisements (please note page 4 paragraph 0040) or ((page 8 lines 23-34 
and page 9 lines 1-8)). 

4. Claims 13-14 rejected under 35 U.S.C. 103(a) as being unpatentable over Zehr et al (Pub. 
No.: US 20010025274) in view of Kawai et al (U.S. Patent 6,404,994) and further in view of 
Pierce et al (U.S. patent 6,327 5 580). 

Regarding claim 13 Neither Zehr et al nor Kawai et al disclose: The method of 
claim 1 1 , wherein the step of associating the at least one of the advertisements includes 
associating the at least one of the advertisements with the print job if the content of the 
print job coincides with the profile of the at least one of the advertisements. On the other 
hand Pierce et al disclose: The method of claim 1 1 , wherein the step of associating the 
at least one of the advertisements includes associating the at least one of the 
advertisements with the print job if the content of the print job coincides with the profile 
of the at least one of the advertisements (note Pierce et al, column 8 lines 35-39 and 
lines 59-60 where profile of the advertisement is known also note Pierce et al, column 8 
lines 54-58 where the advertiser must reconciled with restriction data of the user) 
Therefore it would have been obvious to a person of ordinary skill in art at the time of 
the invention to modify Zehr et al and Kawai's invention according to the teaching of 
Pierce et al, where Pierce et al in the same field of endeavor goes further to match the 
advertisement required by the user to be selected. 

Regarding ciaim 14 Pierce et al disclose: The method of claim 3, wherein each of 
the advertisements have a profile associated therewith, and wherein the step of 
associating the at least one of the advertisements includes comparing the content of the 
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print job with the profile of the advertisements (note Pierce et al, column 8 lines 54-58 
where the advertiser must reconciled with restriction data of the user). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 19-21 and 24-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Zehr et al (Pub. No.: US 20010025274) in view of Pierce et al (U.S. Patent 6,327,580) 

Regarding claim 19, A system for processing a print job of a customer and 
including advertisements with the print job, the system comprising: A print processing 
system controller configured to have a plurality of advertisements registered therewith, 
each of the advertisements having a profile associated therewith (note Pierce et al, 
column 8 lines 35-39 and lines 59-60 where profile of the advertisement is known) 
wherein the print processing system controller is adapted to receive a data file for the 
print job from the customer, determine a content of the print job from the data file, and 
automatically select at least one of the advertisements for the print job based on the 
content of the print job and the profile of the advertisements (note Pierce et al, column 8 
lines 54-58 where the advertiser must reconciled with restriction data of the user). 
Therefore it would have been obvious to a person of ordinary skill in art at the time of 
the invention to modify Zehr et al's invention according to the teaching of Pierce et al, 
where Pierce et al in the same field of endeavor goes further to automatically select the 
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proper advertisement for the purpose of matching it with the proper print job with the 
content of the print data. 

Regarding claim 20 Zehr et al disclose: The system of claim 19, wherein the print 
processing system controller is configured to communicate with the customer via a 
network communication link (please note Fig.2 items 26,34,66 and 44) and wherein the 
print processing system controller is adapted to receive the data file for the print job 
from the customer via the network communication link (please note page2 paragraph 
0027 through 0030) or ((page 4 lines 27-34 and page 5 lines 1-16)). 

Regarding claim 21 the system of claim 20 wherein the network communication 
link is an Internet communication link (note Zehr et al, page 7, paragraph 0070). 

Regarding claim 24 Pierce et al disclose: The method of claim 1 1 , wherein the 
step of associating the at least one of the advertisements includes associating the at 
least one of the advertisements with the print job if the content of the print job coincides 
with the profile of the at least one of the advertisements (note Pierce et al, column 8 
lines 35-39 and lines 59-60 where profile of the advertisement is known also note Pierce 
et al, column 8 lines 54-58 where the advertiser must reconciled with restriction data of 
the user). 

Regarding claim 25 Zehr et al disclose: The method of claim 6, wherein the step 
of associating the at least one of the advertisements includes querying the customer for 
approval of associating the at least one of the advertisements with the print job and 
receiving a response thereto, and wherein printing the at least one of the 
advertisements includes printing the at least one of the advertisements with the print job 
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if the response is favorable (please note page 2 paragraph 0031) or ((page 5 lines 17- 
32)). 

Regarding claim 26 Zehr et al disclose: The method of claim 8, wherein the step 
of defining the network communication link includes defining the network 
communication link between at least one advertiser, the customer, and the print 
processing system controller (please note Fig.2 items 26,66 and 44, page 2 paragraphs 
0027 through 0032) or ((page 4 lines 27-34 and page 5 lines 1-31 )) and wherein the 
step of registering the advertisements includes registering at least one advertisement of 
the at least one advertiser with the print processing system controller via the network 
communication link (please note page 3 paragraphs 0039) or ((page 8 lines 10-22)). 

Regarding claim 27 the system of claim 20 wherein the network communication 
link is an Internet communication link (note Zehr et al, page 7, paragraph 0070). 

Regarding claim 28 Zehr et al disclose: The system of claim 19, further 
comprising: a print processing data storage system configured to communicate with the 
print processing system controller and store the advertisements therein (please note 
page 4 paragraph 0040) or ((page 8 lines 22-34 and page 9 lines 1-8)). 

Contact Information 

> Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Saeid Ebrahimi-Dehkordy whose telephone number 
is (703) 306-3487 . 
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The examiner can normally be reached on Monday through Friday from 8:00 a.m. to 
5:30 p.m. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Kimberly Williams, can be reached at (703) 305-4863. 

Any response to this action should be mailed to: 

Assistant Commissioner for Patents 
Washington, D.C. 20231 
Or faxed to: 

(703) 872-9306, or (703) 308-9052 (for formal communications; please 
mark 

"EXPEDITED PROCEDURE") 

Or: 

(703) 306-5406 (for informal or draft communications, please label 

"PROPOSED" or "DRAFT") 
Hand delivered responses should be brought to Crystal Park II, 2121 Crystal 
Drive, Arlington, VA., Sixth Floor (Receptionist). 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group Receptionist whose telephone number is (703) 305-4750. 

Group Art Unit 2626 KIMBERLY WILLIAMS 

October 1 J^20O5y SUPERVISORY PATENT EXAMINER 




